United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



| ATTORNEY DOCKET NO. | CONFIRMATION NO. | 



10/054,413 



01/22/2002 



Zhiquo Jake Song 



20818 



5080 



21 <> 7590 11/30/2004 

MERCK AND CO INC 
P O BOX 2000 
RAHWAY, NJ 070650907 



[ 



EXAMINER 



COLE, MONIQUE T 



ART UNIT 



PAPER NUMBER 



1743 

DATE MAILED: 1 1/30/2004 



] 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

10/054,413 



Examiner 

Monique T. Cole 



Applicant(s) 

SONG ETAL 



Art Unit 

1743 



Period for RepiT^ * ^ COmmunication a ^ on the cover sh eet with the correspondence address - 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM 
THE MAILING DATE OF THIS COMMUNICATION " MONTH(S > 

" alS^ .nnoevent, h oweve r , m a y a re p, yb eti me , fi ,ed 

- Failure to reply within the set or extended period for reply will bv statute raTES th« ? { ) SSES^ the mail,ng date of thls communication. 

Status 

1 )IEI Responsive to communication(s) filed on 17 September ?nnd 
2a)Q This action is FINAL. 2 b)E This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 o.G. 213. 
Disposition of Claims 

4) |EI Claim(s) 1.4 and 6-11 is/are pending in the application. 

4a) Of the above claim(s) 6J1_ is/are withdrawn from consideration. 

5) H Claim(s) 1_and_4 is/are allowed. 

6) Q Claim(s) is/are rejected. 

7) |EI Claim(s) 1_,_4 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

I on The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

< , ,n T R ; P ' aCement draWing Sheet(s) inc,udin 9 the is required if the drawing(s) is objected to. See 37 CFR 1 121 (d) 

I I )U The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

1 2)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 1 1 9faWd) or fft 
a)D All b)D Some * c)Q None of: 

1 -□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Response to Arguments 

1. Applicant's arguments, see remarks, filed 9/17/2004, witk respect to tke Fukami nave 
teen fully considered and are persuasive. Tke rejection of tke claims kas keen witkdrawn in ligkt 
of Applicant's remarks and amendment of tke claims. 

Claim Objections 

2. Claims 1 & 4 are okjected to kecause of tke following informalities: tkere appears to ke a 
typograpkical error in tke recitation of tke organic kase "Me 2 Bn". For examination purposes 
"NBu 3 " is understood ky tke Examiner to represent trikutylamine and "Me 2 NBu" is understood 
to represent dimetkylkutylamine. Appropriate correction is required. 

Election/Restrictions 

3. Newly amended claims 6- 1 1 are directed to an invention tkat is independent or distinct 
from tke invention originally claimed for tke following reasons: tke previous claim 6 was 
dependent upon claim 4 wkick was dependent upon claim 1. Tke new claim 6 is entirely 
different and would kave keen restricted if originally presented in its current form. Tke Examiner 
stated in tke previous Office Action tkat tke claim was okjected to and would ke allowed if 
rewritten in independent form including all of tke limitations of tke kase claim and anv 
intervening claims . Tkis amendment does not resolve tke okjection raised ky tke Examiner in 
tke initial Office Action and requires new searck and consideration. 

Since applicant kas received an action on tke merits for tke originally presented 
invention, tkis invention kas keen constructively elected ky original presentation for prosecution 
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on tke merits. Accordingly, claims 6-11 witkdrawn from consideration as teing directed to a 
non-elected invention. See 37 CFR 1.142(d) and MPEP § 821.03. 

Allowable Subject Matter 

4. Claims 1 & 4 are allowed. 

Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of tke extension of time 
policy as set fortk in 37 CFR 1 . 136(a) . 

A skortened statutory period for reply to tkis final action is set to expire THREE 
MONTHS from tke mailing date of tkis action. In tke event a first reply is filed witkin TWO 
MONTHS of tke mailing date of tkis final action and tke advisory action is not mailed until 
after tke end of tke THREE-MONTH skortened statutory period, tken tke skortened statutory 
period will expire on tke date tke advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will te calculated from tke mailing date of tke advisory action. In no event, 
kowever, will tke statutory period for reply expire later tkan SIX MONTHS from tke mailing 
date of tkis final action. 

Any inquiry concerning tkis communication or earlier communications from tke 
examiner skould ke directed to Monique T. Cole wkose telepkone numker is 571-272-1255. 
Tke examiner can normally ke reacked on Monday-Tkursday from 6:30 A.M. to 4:00 P.M. 
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If attempts to reack tke examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571.-272-1267. The fax phone numher for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may he obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may he obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Monique T. Cole 
Examiner 
Art Unit 1743 
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